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Application/Control Number: 10/696,980 
Art Unit: 2683 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1. Claims 1-3, 8, 9, 38, 44, 49 and 50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Naddell et al. (U.S. Patent No. 5,613,213) and further in view of La Medica, 
Jr. et al (U.S. Patent No. 6,625,451). 

Referring to claims 1 and 8, Naddell et al teaches in a mobile communication device, a 
method of selecting a communication network which provides one or more communication 
services for the mobile communication device (Column 1, Lines 41-46), the method comprising 
the acts of: performing a scanning operation to identify one or more communication networks 
that support a voice communication service in a geographic coverage area (Column 1, Lines 27- 
33 and Column 2, Lines 27-30); determining which communication networks make a data 
communication service available to the mobile communication device in the geographic 
coverage area (Column 1, Lines 27-33 and Column 2, Lines 27-30); selecting or assigning 
priority to a network that makes the data communication service available over a network that 
fails to make the data communication service available (Column 5, Lines 12-15), but does not 
teach registering with the selected or prioritized communication network. La Medica, Jr. et al 
teaches registering with the selected or prioritized communication network (Column 7, Lines 9- 
13). Therefore at the time the invention was made, it would have been obvious to a person of 
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ordinary skill in the art to combine the art of Naddell et al with the teaching of La Medica, Jr. et 
al of registering with the selected or prioritized communication network to allow a customer 
compatible services of a home system when roaming outside of the home system (Column 1, 
Lines 40-47). 

Referring to claim 38, Naddell et al teaches in a mobile communication device, a method 
of selecting a communication network comprising the acts of: waiting for an expiration of a 
network rescan timer (Column 1, Lines 44-47 and Column 2, Lines 39-41); after the expiration 
of the network rescan timer; performing a scanning operation to identify one or more 
communication networks that support a voice communication service in a geographic coverage 
area (Column 1, Lines 27-33 and Column 2, Lines 27-30); determining whether any of the 
communication networks make a data communication service available to the mobile 
communication device in the geographic coverage area (Column 1, Lines 27-33 and Column 2, 
Lines 27-30) and if no communication network makes the data communication service available 
to the mobile communication device, resetting the network rescan timer (Column 2, Lines 40- 
46), if a communication network makes the data service available to the mobile communication 
device: selecting or assigning priority to it over a network that fails to make the data 
communication service available (Column 5, Lines 12-15), but does not teach registering with 
the selected or prioritized communication network. La Medica, Jr. et al teaches registering with 
the selected or prioritized communication network (Column 7, Lines 9-13). Therefore at the 
time the invention was made, it would have been obvious to a person of ordinary skill in the art 
to combine the art of Naddell et al with the teaching of La Medica, Jr. et al of registering with the 
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selected or prioritized communication network to allow a customer compatible services of a 
home system when roaming outside of the home system (Column 1, Lines 40-47). 

Referring to claim 44, Naddell et al teaches In a mobile communication device, a method 
of selecting a communication network comprising the acts of: identifying one or more 
communication networks available to facilitate mobile communications with the mobile 
communication device in a geographic coverage area (Column 1, Lines 41-46) ; identifying one 
or more communication services that are actually made available with each communication 
network (Figure 2); determining which communication network provides the best 
communication services for the mobile communication device based at least in part on the 
identified availability of communication services in each communication network (Column 1, 
Lines 41-46 and Figure 2); selecting or assigning priority to the communication network that is 
determined to provide the best communication services for the mobile communication device 
(Column 5, Lines 12-15); but does not teach registering with the selected or prioritized 
communication network. La Medica, Jr. et al teaches registering with the selected or prioritized 
communication network (Column 7, Lines 9-13). Therefore at the time the invention was made, 
it would have been obvious to a person of ordinary skill in the art to combine the art of Naddell 
et al with the teaching of La Medica, Jr. et al of registering with the selected or prioritized 
communication network to allow a customer compatible services of a home system when 
roaming outside of the home system (Column 1, Lines 40-47). 
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Referring to claims 2 and 9, Naddell et al further teaches wherein the data 
communication service comprises at least one of an electronic mail (e-mail) service, a short 
messaging service, and an Internet access service (Column 1, Lines 29-33). 

Referring to claim 3, Naddell et al further teaches wherein the one or more 
communication networks comprise one or more cellular telecommunication networks (Figures 1 
and 2). 

Referring to claim 49, Naddell et al further teaches wherein the communication services 
comprise one or more data communication services (Column 1, Lines 29-33). 

Referring to claim 50, Naddell et al further teaches wherein the communication services 
comprise a plurality of the following services: a voice communication service; an electronic mail 
service; a short messaging service; an Internet access service; a private Intranet access service; 
and a wireless application protocol (WAP) service (Column 1, Lines 29-33). 

2. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Naddell et 
al. and La Medica, Jr. et al. and further in view of Shi (U.S. Patent Publication No. 
2004/0192301). 

Referring to claim 4, Naddell et al and La Medica, Jr. et al teach the limitations of claim 
4, but do not teach wherein operation of the one or more cellular telecommunication networks is 
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governed by Global Systems for Mobile (GSM) standards. Shi teaches wherein operation of the 
one or more cellular telecommunication networks is governed by Global Systems for Mobile 
(GSM) standards (0022). Therefore at the time the invention was made, it would have been 
obvious to a person of ordinary skill in the art to combine the teaching of Naddell et al. and La 
Medica, Jr. et al. with the teaching of Shi wherein operation of the one or more cellular 
telecommunication networks is governed by Global Systems for Mobile (GSM) standards to 
provide a network that supports both voice and data services (0005). 

Referring to claim 5, Naddell et al and La Medica, Jr. et al teach the limitations of claim 
4, but do not teach wherein operation of the one or more cellular telecommunication networks is 
governed by General Packet Radio Service (GPRS) standards. Shi teaches wherein operation of 
the one or more cellular telecommunication networks is governed by General Packet Radio 
Service (GPRS) standards (0022). Therefore at the time the invention was made, it would have 
been obvious to a person of ordinary skill in the art to combine the teaching of Naddell et al. and 
La Medica, Jr. et al. with the teaching of Shi wherein operation of the one or more cellular 
telecommunication networks is governed by General Packet Radio Service (GPRS) standards to 
provide a network that supports high speed data services (0004). 

3. Claims 6 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Naddell 
et al. and La Medica, Jr. et al. and further in view of Lindell (U.S. Patent Publication No. 
2002/0039892). 
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Referring to claims 6 and 1 1, Naddell et al and La Medica, Jr. et al teach the limitations 
of claims 6 and 1 1, but do not teach attempting to access the data communication service over 
the communication network; and being granted or unable to access the communication service 
over the communication network. Lindell teaches attempting to access the data communication 
service over the communication network; and being granted or unable to access the 
communication service over the communication network (0008 and 0037). Therefore at the time 
the invention was made, it would have been obvious to a person of ordinary skill in the art to 
combine the art of Naddell et al. and La Medica, Jr. et al. with the teaching of Lindell of 
attempting to access the data communication service over the communication network; and being 
granted or unable to access the communication service over the communication network to 
provide a convenient way to select an optimal access network and a service therein for a 
particular application (001 1). 

4. Claims 7,12 and 48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Naddell et al. and La Medica, Jr. et al. and further in view of Parker (U.S. Patent No. 6,603,755). 

Referring to claims 7 and 12, Naddell et al and La Medica, Jr. et al teach the limitations 
of claims 7 and 12, but do not teach creating a prioritized list of communication networks by 
prioritizing those networks that make the data communication service available over those 
networks that fail to make the data communication service available. Parker teaches creating a 
prioritized list of communication networks by prioritizing those networks that make the data 
communication service available over those networks that fail to make the data communication 
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service available (Column 2, Line 64 to Column 3, Line 4 and Column 7, Lines 32-34 and Figure 
5 & 6). Therefore at the time the invention was made, it would have been obvious to a person of 
ordinary skill in the art to combine the art of Naddell et al and La Medica, Jr. et al with the 
teaching of Parker of creating a prioritized list of communication networks by prioritizing those 
networks that make the data communication service available over those networks that fail to 
make the data communication service available to take into consideration business relationships 
established with other service providers (Column 7, Lines 47-50). 

Referring to claim 48, Naddell et al. and La Medica, Jr. et al. teach the limitation of 
claim 48, but do not teach creating or modifying a prioritized network list stored in memory of 
the mobile communication device. Parker teaches creating or modifying a prioritized network 
list stored in memory of the mobile communication device (Figure 9 and Column 2, Line 64 to 
Column 3, Line 4 and Column 7, Lines 32-38). Therefore at the time the invention was made, it 
would have been obvious to a person of ordinary skill in the art to combine the teaching of 
Naddell et al. and La Medica, Jr. et al. with the teaching of Parker of creating or modifying a 
prioritized network list stored in memory of the mobile communication device to take into 
consideration business relationships established with other service providers (Column 7, Lines 
47-50). 

5. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Naddell et al. and 
La Medica, Jr. et al. and further in view of Haverinen et al. (U.S. Patent Publication No. 
2003/0110481). 
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Referring to claim 10, Naddell et al and La Medica, Jr. et al teach the limitations of 
claims 7 and 12, but do not teach wherein operation of the cellular transceiver is governed by 
Global System for Mobile (GSM) and General Packet Radio Service (GPRS). Haverinen et al. 
teaches wherein operation of the cellular transceiver is governed by Global System for Mobile 
(GSM) and General Packet Radio Service (GPRS) (0015). Therefore at the time the invention 
was made, it would have been obvious to a person of ordinary skill in the art to combine the 
teaching of Naddell et al. and La Medica, Jr. et al. with the teaching of Haverinen et al. wherein 
operation of the cellular transceiver is governed by Global System for Mobile (GSM) and 
General Packet Radio Service (GPRS) to provide efficient data transmission (0002). 

6. Claims 13-16, 18, 20-22, 24-26, 29, 3 1 and 33-37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Naddell et al. and further in view of Parker. 

Referring to claim 13, Naddell et al teaches in a mobile communication device, a method 
of creating a list of communication networks (Figure 1) comprising the acts of: scanning to 
identify a plurality of communication networks which support a voice communication service in 
a given geographic region (Column 1, Lines 27-33 and Column 2, Lines 27-30); identifying one 
or more communication networks that make a data communication service available to the 
mobile communication device (Column 1, Lines 27-33 and Column 2, Lines 27-30), but does not 
teach assigning a higher priority in the prioritized list to the one or more communication 
networks identified to make the data communication service available than those one or more 
communication networks not making the data communication service available. Parker teaches 
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assigning a higher priority in the prioritized list to the one or more communication networks 
identified to make the data communication service available than those one or more 
communication networks not making the data communication service available (Column 2, Line 
64 to Column 3, Line 4 and Column 7, Lines 32-38 and Figure 5 & 6). Therefore at the time the 
invention was made, it would have been obvious to a person of ordinary skill in the art to 
combine the art of Naddell et al with the teaching of Parker of assigning a higher priority in the 
prioritized list to the one or more communication networks identified to make the data 
communication service available than those one or more communication networks not making 
the data communication service available to take into consideration business relationships 
established with other service providers (Column 7, Lines 47-50). 

Referring to claim 33, Naddell et al teaches in a mobile communication device, a method 
for creating a list of communication networks (Figure 2) comprising the acts of: scanning to 
identify one or more communication networks which support a voice communication service in a 
given geographic region (Figure 2 and Column 1, Lines 27-33 and Column 2, Lines 27-30), but 
does not teach for each communication network identified: determining whether the 
communication network is a known communication network of the mobile communication 
device; and if the communication network is a known communication network, then assigning 
the communication network a higher priority in the prioritized list than a communication 
network that is an unknown communication network. Parker teaches for each communication 
network identified: determining whether the communication network is a known communication 
network of the mobile communication device (Figure 9 and Column 2, Line 64 to Column 3, 
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Line 4 and Column 7, Lines 32-38); and if the communication network is a known 
communication network, then assigning the communication network a higher priority in the 
prioritized list than a communication network that is an unknown communication network 
(Figure 9 and Column 2, Line 64 to Column 3, Line 4 and Column 7, Lines 32-38). Therefore at 
the time the invention was made, it would have been obvious to a person of ordinary skill in the 
art to combine the teaching of Naddell et al with the teaching of Parker of for each 
communication network identified: determining whether the communication network is a known 
communication network of the mobile communication device; and if the communication network 
is a known communication network, then assigning the communication network a higher priority 
in the prioritized list than a communication network that is an unknown communication network 
to take into consideration business relationships established with other service providers 
(Column 7, Lines 47-50). Although forbidden falls beneath unknown networks, Examiner finds 
the case where no forbidden networks are identified to meet the limitation. 

Referring to claim 14, Parker further teaches wherein: the prioritized list comprises a 
plurality of sub-lists (Figure 9); and the act of assigning comprises the further act of storing 
identities of the one or more communication networks identified to make the data 
communication service available in a higher priority sub-list of the prioritized list (Column 2, 
Line 64 to Column 3, Line 4 and Figure 9). The manufacturer or service provider prioritizes 
network either as home, partner, preferred, enhanced favored, favored and neutral and forbidden. 
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Referring to claim 15, Parker further teaches for each communication network: 
identifying whether a communication network is a forbidden communication network (Figure 9); 
and wherein the act of assigning comprises the further act of assigning the communication 
network a higher priority in the prioritized list if the communication network is not a forbidden 
communication network (Figure 9). All the classes above forbidden are in a higher class than 
forbidden. 

Referring to claim 16, Parker further teaches wherein the act of identifying whether the 
communication network is a forbidden communication network comprises the further act of 
comparing the communication network to entries of a list of forbidden communication networks 
(Column 7, Lines 44-47). 

Referring to claim 18, Parker further teaches identifying whether the communication 
network is in the prioritized list (Figure 9); reassigning a priority to the communication network 
in the prioritized list if the communication network is a forbidden communication network 
(Figure 9). The preference level of forbidden is reassigned the classification of forbidden. 

Referring to claim 20, Parker further teaches further comprising the acts of: for each 
communication network: identifying whether the communication network is a preferred 
communication network (Column 7, Lines 35-39, Column 8, Lines 7-13 and Figure 9); and if the 
communication network is a preferred communication network and makes the data 
communication service available, then assigning the communication network a higher priority in 
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the prioritized list than other communication networks that make the data communication service 
available but are not preferred communication networks (Figure 9). 

Referring to claim 21, Parker further teaches wherein the act of identifying whether the 
communication network is a preferred communication network comprises the act of comparing 
the communication network to entries in a communication network list (Column 7, Lines 35-39, 
Column 8, Lines 7-13 and Figure 9). 

Referring to claim 22, Parker further teaches wherein the communication network list 
comprises one or more sub-lists (Figure 9) established by one or more of: a user of the mobile 
communication device; a manufacturer of the mobile communication device (Column 2, Line 64 
to Column 3, Line 4 and Figure 9); and an operator of a communication network. The 
manufacturer or service provider prioritizes network either as home, partner, preferred, enhanced 
favored, favored and neutral and forbidden. 

Referring to claim 24, Parker further teaches comprising the acts of: for each 
communication network: if the communication network supports the data communication service 
(Figure 9): determining whether the communication network is known (Figure 9); and if the 
communication network is known: assigning the known communication network a higher 
priority in the prioritized list than any unknown communication network (Figure 9). Examiner 
equated the forbidden networks with networks that don't provide the service (Column 3, Lines 1- 
4). 
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Referring to claims 25 and 34, Parker further teaches wherein the act of determining if 
the communication network is known comprises the further act of comparing the communication 
network to entries of a list of communication networks (Column 7, Lines 35-39, Column 8, Lines 
7-13 and Figure 9). 

Referring to claim 26, Parker further teaches wherein the prioritized list comprises a 
plurality of sub-lists and the act of assigning the communication network priority comprises the 
further act of: placing the known communication network in a higher priority sub-list of known 
communication networks over a sub-list of unknown communication networks (Figure 9). 

Referring to claim 29, Parker further teaches wherein the mobile communication device 
comprises at least one selected from the group consisting of: a cellular mobile station with GPRS 
capabilities, a wireless-enabled Personal Digital Assistant (PDA), a wireless Internet appliance, a 
data communication device with telephony capabilities (Column 7, Lines 32-34), a portable e- 
mail pager, and a wireless modem. 

Referring to claim 31, Parker further teaches wherein the list of forbidden communication 
networks comprises a Forbidden Public Land Mobile Network (PLMN) list (Figure 9). 

Referring to claim 35, Parker further teaches wherein: the prioritized list comprises a 
plurality of sub-lists including one or more sub-lists established by the user of the mobile station, 
an operator of a communication network, and a manufacturer of a mobile station (Column 7, 
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Lines 51-53 and Figure 9); and the act of assigning the communication network a higher priority 
in the prioritized list comprises the act of placing the communication network in a higher priority 
sub-list of the prioritized list (Figure 9). The manufacturer or service provider prioritizes 
network either as home, partner, preferred, enhanced favored, favored and neutral and forbidden. 

Referring to claim 36, Parker further teaches for each communication network identified: 
determining whether the communication network makes a data communication service available 
(Column 5, Lines 50-54); if the communication network is known and makes the data 
communication service available to the mobile communication device: assigning the 
communication network a higher priority in the prioritized list over an unknown communication 
network that makes the data communication service available (Figure 9). 

Referring to claim 37, Parker further teaches wherein: the prioritized list comprises a 
plurality of sub-lists (Figure 9); and the act of assigning higher priority to a known 
communication network that makes the data communication service available comprises the 
further act of placing the network in a higher priority sub-list of the prioritized list (Column 2, 
Line 64 to Column 3, Line 4 and Figure 9). The manufacturer or service provider prioritizes 
network either as home, partner, preferred, enhanced favored, favored and neutral and forbidden. 

7. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Naddell et al. and 
Parker and further in view of Haverinen et al.. 
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Referring to claim 28, Parker further teaches wherein the communication networks 
comprise GSM communication networks (Figure 6), where the GSM communication networks 
do not support the data communication service (Column 3, Line 1-4), but does not teach the 
communication networks comprise GSM/GPRS. Haverinen et al. teaches the communication 
networks comprise GSM/GPRS (0015). Therefore at the time the invention was made, it would 
have been obvious to a person of ordinary skill in the art to combine the teaching of Naddell et 
al. and Parker with the teaching of Haverinen et al. wherein the communication networks 
comprise GSM/GPRS to provide efficient data transmission (0002). 

Allowable Subject Matter 
8. Claim 17, 19, 23, 27, 30, 32, 45, 46 and 47 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Referring to claim 17" the references sited do not teach further comprising the act of: 
adding the communication network to a forbidden network list if a communication failure occurs 
with the communication network. 

Referring to claim 19, the references sited do not teach wherein: wherein the prioritized 
list comprises a plurality of sub-lists; wherein the act of reassigning priority to the 
communication network comprises the further acts of: moving the communication network from 
one sub-list of the prioritized list to another sub-list of the prioritized list; removing the 
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communication network from the prioritized list; and adding the communication network to a 
different sub-list of the prioritized list. 

Referring to claim 23, the references sited do not teach wherein the preferred list 
comprises a plurality of sub-lists, including a sub-list established by a user, a sub-list established 
by a manufacturer, and a sub-list established by an operator of a communication network, and 
wherein the method further comprises the acts of: for each communication network: wherein the 
act of determining if the communication network is a preferred communication network 
comprises the further act of determining on which sub-list of the communication network list the 
communication network is listed; and wherein the act of assigning comprises the further act of 
assigning the communication network a higher priority in the prioritized list than other 
communication networks if the network is on the sub-list established by the user. 

Referring to claim 27, the references sited do not teach wherein the prioritized list 
comprises a plurality of sub-lists and the method comprises the further act of: if the 
communication network is unknown and does not make the data communication service 
available: assigning the communication network a lower priority in the prioritized list by placing 
it in a lower priority sub-list comprising known voice-capable communication networks under a 
sub-list of unknown communication networks that make the data communication service 
available. 
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Referring to claim 30, the references sited do not teach wherein the prioritized list 
comprises four sub-lists including, in decreasing order of priority: a User Preferred Public Land 
Mobile Network List (U-PPLMN), an Operator Preferred Public Land Mobile Network List (O- 
PPLMN), an Unknown Voice/Data List, and an Unknown Voice-Only List. 

Referring to claim 32, the references sited do not teach wherein the list of communication 
networks that is used for comparing comprises a User Preferred Public Land Mobile Network 
(O-PPLMN) list and an Operator Preferred Public Land Mobile Network (O-PPLMN) list. 

Referring to claim 45, the references sited do not teach wherein the act of determining 
which communication network provides the best communication services for the mobile 
communication device comprises the further act of: determining that the communication network 
has a greater or equal number of communication services available to the mobile communication 
device than any other identified communication network. 

Referring to claim 46, the references sited do not teach wherein the act of determining 
which communication network provides the best communication services for the mobile 
communication device comprises the further act of: determining that the communication network 
has a greater or equal number of preferred communication services available to the mobile 
communication device than any other identified communication network. 
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Referring to claim 47, the references sited do not teach wherein each communication 
service is assigned a weight value, and wherein the act of determining which communication 
network provides the best communication services for the mobile communication device 
comprises the further acts of: for each communication network, calculating a sum of weight 
values of all of the communication services made available in the communication network; and 
determining that the communication network has a sum of weight values that is greater than or 
equal to that of any other identified communication network. 

9. Claims 39-43 are allowed. 

Referring to claim 39, the references sited do not teach in a mobile communication 
device, a method of selecting a cellular network for communications comprising the acts of: 
performing a scanning operation to identify one or more cellular networks in a geographic 
coverage area; identifying which of a plurality of communication services, if any, are made 
available by each cellular network for the mobile communication device; determining which 
cellular network makes the largest number of preferred communication services available to the 
mobile communication device; and assigning network selection priority to the cellular network 
that makes the largest number of preferred communication services available to the mobile 
communication device. 



19 



Application/Control Number: 10/696,980 
Art Unit: 2683 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Cooper U.S. Patent Publication No. 2004/0203745 discloses method and apparatus for 
efficient selection and acquisition of a wireless communications system. 

Little et al. U.S. Patent Publication No. 2005/0148323 discloses system and method for 
supporting multiple certificate status providers on a mobile communication device. 

Raffel U.S. Patent No. 6,223,042 discloses method of intelligent roaming using network 
information. 

Schwinke et al. U.S. Patent Publication No. 2004/0203692 discloses method of 
configuring an in-vehicle telematics unit 

Seaholtz et al. U.S. Patent No. 6,128,489 discloses use of cellular digital packet data 
(CDPD) communications to convey system identification list data to roaming cellular subscriber 
stations. 

Seppanen et al. U.S. Patent No. 5,903,832 discloses mobile terminal having enhanced 
system selection capability. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James D. Ewart whose telephone number is (571) 272-7864. The 
examiner can normally be reached on M-F 7am - 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on (571)272-7872. The fax phone numbers for the 
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organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and (703) 872-9306 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the j^ceplfofiist whose telephone number is (571)272-2600. 





Ewart 
August 11, 2005 



WILLIAM TR0ST 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 
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